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DETAILED ACTION 

1 . This office action is in response to applicant's arguments filed on May 1 1 , 2006. 

2. Claims 1-1 1 are pending. Claim 6 is amended. Claims 8-1 1 are new. 

3. All prior rejections to the claims are withdrawn. New grounds of rejection are 
recited below. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Evani et 
al. (US 4,156,775). 

Evani et al. teaches polymers comprising azetidinyl groups and secondary 
amines (column 4, lines 40-65; column 1, lines 45-65). Evani et al. teaches adding 0.1- 
6% weight percent based on the weight of the suspension of the polymer to an aqueous 
suspension of cellulosic fibers (column 7, lines 10-25). Evani et al. further teaches 
polymer compositions comprising, additives which may be textile compatible carriers 
(column 7, lines 50-68). 
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Evani et al. does not teach the preferred polymers and weight percentages in a 
single example. 

It would have been obvious to one of ordinary skill in the art to pick the 
appropriate substituents to arrive at the instantly claimed structure because Evani et al. 
teaches azetidinyl rings and secondary amine substituents as useful in providing 
improved wet strength fibrous textile materials. All disclosures of the prior art, including 
non-preferred embodiment, must be considered. See In re Lamberti and Konort, 192 
USPQ 278 (CCPA 1967); In re Snow 176 USPQ 328(CCPA 9173). Nonpreferred 
embodiments can be indicative of obviousness, see Merck & Co. v. Biocraft 
Laboratories Inc. 10 USPQ 2d 1843 (Fed. Cir. 1989); In re Lamberti, 192 USPQ 278 
(CCPA 1976); In re Kohler, 177 USPQ 399. A reference is not limited to the working 
examples, see In re Fracalossi, 215 USPQ 569 (CCPA 1982). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to select the portion of the prior art's polymer concentration range 
which is within the range of applicant's claims because it has been held to be obvious to 
select a value in a known range by optimization for the best results. As to optimization 
results, a patent will not be granted based upon the optimization of result effective 
variables when the optimization is obtained through routine experimentation unless 
there is a showing of unexpected results which properly rebuts the prima facie case of 
obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980). 
See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 
1990), and In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In 



Application/Control Number: 10/501,499 Page 5 

Art Unit: 1751 

there is a showing of unexpected results which properly rebuts the prima facie case of 
obviousness. See In re Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980). 
See also In re Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 
1990), and In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). In 
addition, a prima facie case of obviousness exists because the claimed ranges "overlap 
or lie inside ranges disclosed by the prior art", see In re Wertheim, 541 F.2d 257, 191 
USPQ 90 (CCPA 1976; In re Woodruff, 919 F.2d 1575, 16USPQ2d 1934 (Fed. Cir. 
1990). See MPEP 2131.03 and MPEP 2144.051. 

7. Claims 1,2 and 5-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Swamp et al. (WO 93/13142). 

Swarup et al. teaches polymers such as acrylics modified by azetidinol 
containing materials (page 2, lines 28-30), specifically polymers comprising monomer 
mixtures of tertiary-butylaminoethyl methacrylate and ethyl methacrylate (page 3, lines 
32-35; page 4, lines 11 and 14), as claimed in claims 1,2 and 5-7. See example II, page 
12. Swarup et al. further teaches the equivalence of the monomers taught in example II 
and tertiary-butylaminoethyl methacrylate and ethyl methacrylate (page 3, lines 32-35; 
page 4, lines 11 and 14). 

Swarup et al. does not teach all the preferred embodiments in a single example. 

It would have been obvious to one of ordinary skill in the art to substitute the 
tertiary-butylaminoethyl methacrylate and ethyl methacrylate monomers into the 
methods taught in example II of Swarup et al. because Swarup et al. teaches the 



Application/Control Number: 1 0/501 ,499 Page 4 

Art Unit: 1751 

addition, a prima facie case of obviousness exists because the claimed ranges "overlap 
or lie inside ranges disclosed by the prior art", see In re Wertheim, 541 F.2d 257, 191 
USPQ 90 (CCPA 1976; In re Woodruff, 919 F.2d 1575, 16USPQ2d 1934 (Fed. Cir. 
1990). See MPEP 2131.03 and MPEP 2144.051. 

One of ordinary skill in the art would have been motivated to select the instantly 
claimed polymer at the claimed percentage from the teachings of Evani et al. absent 
unexpected results. 

6. Claims 1,3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Parker (WO 01/25386). 

Parker teaches fabric care compositions comprising reactive cationic polymers, 
specifically secondary amine based azetidinium resins, and textile compatible carriers 
(page 4, lines 15-21;page 5, lines 10-28; page 6, 17-19) as claimed in claims 1 and 3. 
Parker further teaches the resins be applied at 0.0005-5% by weight on the fabric based 
on the weight of fabric (page 7, lines 5-11), as claimed in claim 4. 

Parker does not teach all the preferred embodiments in a single example. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to select the portion of the prior art's polymer concentration range 
which is within the range of applicant's claims because it has been held to be obvious to 
select a value in a known range by optimization for the best results. As to optimization 
results, a patent will not be granted based upon the optimization of result effective 
variables when the optimization is obtained through routine experimentation unless 
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equivalence of these monomers as useful agents in providing improved wet strength 
fibrous textile materials. All disclosures of the prior art, including non-preferred 
embodiment, must be considered. See In re Lamberti and Konort, 192 USPQ 278 
(CCPA 1967); In re Snow 176 USPQ 328(CCPA 9173). Nonpreferred embodiments can 
be indicative of obviousness, see Merck & Co. v. Biocraft Laboratories Inc. 10 USPQ 2d 
1843 (Fed. Cir. 1989); In re Lamberti, 192 USPQ 278 (CCPA 1976); In re Kohler, 177 
USPQ 399. A reference is not limited to the working examples, see In re Fracalossi, 215 
USPQ 569 (CCPA 1982). One of ordinary skill in the art would have been motivated to 
modify the examples of Swarup et al. absent unexpected results. 

Regarding the claim limitations of claims 8-11, these limitations do not need to be 
met because the non-amino acrylate polymers and or/alkacrylate monomers are 
optional components in claim 2 upon which these claims depend. 

Response to Arguments 

8. Applicant's arguments regarding the Parker (WO 01 /25386) as they apply to the 
rejections above been fully considered but they are not persuasive. 
Applicant's argue: 

"The secondary amine group is 'used up' on the reaction with the epichlorohydrin 
to provide the azetidinium group, hence there will not be a polymer with secondary 
amine groups." 

The examiner respectfully disagrees. Parker does not teach the molar amount of 
epichlorohydrin reacted to produce the polymer. The applicants own specification 
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recites that use of no more than half molar equivalents of epihalohydrin results in 
polymers with secondary amines (page 3, paragraphs 0055 and 0056). Therefore, it is 
possible to produce amine-epichlorohydrin polymers with both secondary amine and 
azetidinium groups. 

9. Applicant's arguments regarding the Swarup et al. (WO 93/13142) as they apply 
to the rejections above been fully considered but they are not persuasive. 
Applicant's argue: 

"step 2 is a polymer but contains no azetidinium/azetidinol groups" 
The examiner respectfully disagrees. Swarup et al. teaches in example II (page 
12) methods of preparing an azetidinol-modified acrylic, where the acrylic monomers 
are reacted and then azetidinol is added to the reaction medium. The terms "azetidinol 
modified acrylic" implies the polymer comprised azetidinol groups. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amina Khan whose telephone number is (571) 272- 
5573. The examiner can normally be reached on Monday through Friday, 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Amina Khan 
Patent Examiner 
July 15, 2006 
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